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DETAILED ACTION 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

1. Claim(s) 1-10, 21 is/are rejected under 35 U.S.C. 101 as not falling within one of 
the four statutory categories of invention. Supreme Court precedent 1 and recent 
Federal Circuit decisions 2 indicate that a statutory "process" under 35 U.S.C. 101 must 
(1) be tied to another statutory category (such as a particular apparatus), or (2) 
transform underlying subject matter (such as an article or material) to a different state or 
thing. While the instant claim(s) recite a series of steps or acts to be performed, the 
claim(s) neither transform underlying subject matter nor positively tie to another 
statutory category that accomplishes the claimed method steps, and therefore do not 
qualify as a statutory process. For example, method of claim 1-10, and 21 are not tied 
to any apparatus. 

1 Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Hook, 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 
1 In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 

Claim Rejections - 35 USC § 102 

1 Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 

2 In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-6, 9-16, 19-21 are rejected under 35 U.S.C. 102(b) as being anticipated 
by US 6,642,939 by Vallone et al. 

3. Regarding claim 1, a method for recording a broadcast program, method 
comprising the steps of: 

• receiving a transport packet stream in which the program is embodied, 
transport packet stream including an indicator denoting a time at which 
program ends (fig. 1, 18, 28 col. 5 lines 4-55, col. 23 lines 18-col. 24 lines 
7); 

• electronically storing transport packet stream (fig. 1,13 col. 5 lines 36-44, 
col. 13 lines 11 col . 14 lines 29); 

• extracting indicator from the transport packet stream (col. 6 lines 8-19, col. 
8 lines 66-col. 9 lines 18, col. 23 lines 18-col. 24 lines 7); 

• decoding extracted indicator (fig. 1 , col. 5 lines 4-64); and 
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• terminating the step of electronically storing transport packet stream in 
accordance with the time denoted by indicator (fig. 1,13, col. 23 lines 18- 
col. 24 lines 7, col. 13 lines 11col. 14 lines 29). 

4. Regarding claim 2, the method wherein transport packet stream is received in 
accordance with a digital transport protocol (col. 5 lines 4-35). 

5. Regarding claim 3, the method wherein digital transport protocol includes video 
compression (col. 5 lines 4-35). 

6. Regarding claim 4, the method wherein transport packet stream is an MPEG-2 
bit stream (col. 5 lines 4-35, col. 7 lines 66-col. 8 lines 8). 

7. Regarding claim 5, the method wherein indicator is located in an MPEG-2 
system table (col. 5 lines 4-35, col. 7 lines 66-col. 8 lines 8). 

8. Regarding claim 6, the method wherein said MPEG-2 system table is a program 
map table (col. 5 lines 4-35, col. 7 lines 66-col. 8 lines 8). 

9. Regarding claim 9, the method wherein the electronically storing step is 
performed on a magnetic storage device (col. 5 lines 36-44, col. 13 lines 11-25). 
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10. Regarding claim 10, the method wherein the electronically storing step is 
performed on an optical storage device (col. 13 lines 54-58). 



11. 


Claim 11 


is rejected for the same reason a 


s discussed in the corresponding 


claim 


1 above. 






12. 


Claim 12 


is rejected for the same reason as discussed in the corresponding 


claim 


2 above. 






13. 


Claim 13 


is rejected for the same reason a 


s discussed in the corresponding 


claim 


3 above. 






14. 


Claim 14 


is rejected for the same reason as discussed in the corresponding 


claim 


4 above. 






15. 


Claim 15 


is rejected for the same reason a 


s discussed in the corresponding 


claim 


5 above. 






16. 


Claim 16 


is rejected for the same reason a 


s discussed in the corresponding 


claim 


6 above. 






17. 


Claim 19 


is rejected for the same reason a 


s discussed in the corresponding 


claim 


9 above. 






18. 


Claim 20 


is rejected for the same reason a 


s discussed in the corresponding 


claim 


10 above. 






19. 


Claim 21 


is rejected for the same reason a 


s discussed in the corresponding 


claim 


1 above. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. Claims 7-8, 17-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US 6,642,939 by Vallone et al. in view of US 6,847,779 by Pietraszak. 

21. Regarding claim 7, Vallone discloses transport packet stream in which the 
program is embodied and transport packet stream including an indicator (fig. 1, 18, 28 
col. 5 lines 4-55, col. 23 lines 18-col. 24 lines 7) but fails to disclose indicator is 
incorporated into transport packet stream by a universal data format 

Pietraszak discloses indicator is incorporated into transport packet stream by a 
universal data format (col. 1 lines 30-43) 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to modify the proposed combination of Vallone's system to include 
a universal data format, as taught by Pietraszak, for user to have more flexibility to 
communicate and also which is easily be viewed. 

22. Claim 8 is rejected for the same reason as discussed in the corresponding claim 
7 above. 

23. Claim 17 is rejected for the same reason as discussed in the corresponding 
claim 7 above. 
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24. Claim 18 is rejected for the same reason as discussed in the corresponding 
claim 7 above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NIGAR CHOWDHURY whose telephone number is 
(571 )272-8890. The examiner can normally be reached on 9 AM - 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thai Tran can be reached on 571-272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

NC 

01/16/2009 
/Thai Tran/ 

Supervisory Patent Examiner, Art Unit 2621 



